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20 NEW TTAB RULES IN 20 MINUTES

LAWYERS ASSOCIATION OF KANSAS CITY
February 23, 2017

Effective Date:  January 14, 2017

• Miscellaneous Changes to Trademark Trial and Appeal Board 
Rules of Practice, 81 Fed. Reg. 69950 (Oct. 7, 2016) (to 
be codified at 37 C.F.R. pt. 2). 

• –Effective to all newly-filed and pending TTAB cases as 
of January 14, 2017. 

• –“[t]o the extent issues arise despite the delayed 
effective date, parties are encouraged to resolve issues 
by stipulation.” (81 Fed. Reg. at 69954). 

1. All Submissions Must Be Filed 
through ESTTA

• All submissions filed electronically, except in 
exceptional circumstances or due to technical 
difficulties

• (§§ 2.101, 2.102, 2.106, 2.111, 2.114, 2.121, 
2.123, 2.126, 2.190 and 2.191). 



2

1. All Submissions Must Be Filed 
through ESTTA

• Extension Requests and Notices of Opposition 
against 66(a) Madrid applications must be filed 
through ESTTA, with no exceptions. (§
2.101(b)(3); § 2.102(a)(1)).

• Hunt Control Systems Inc. v. Koninklijke Philips 
Electronics N.V., 98 USPQ2d 1558 (TTAB 2011). 

2.  All Submissions Not Filed through 
ESTTA Must be Justified

• What constitutes exceptional circumstances or 
technical difficulties? 

• –“technical problems at the filer’s location or with 
the filer’s systems….” 

• –“impact of technical problems varies depending on 
the specific facts….” 

2.  All Submissions Not Filed through 
ESTTA Must be Justified

• –“the assessment [of extraordinary circumstances] 
would depend on the specific facts….” 

• –“address particular situations on a case-by-case 
basis as they arise….” (81 Fed. Reg. at 69966-67). 
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2.  All Submissions Not Filed through 
ESTTA Must be Justified

• Requests for Extensions of Time, Notices of 
Opposition, Petitions to Cancel, and answers 
filed on paper must be accompanied by petition 
to Director and fee under 37 C.F.R. § 2.146.

2.  All Submissions Not Filed through 
ESTTA Must be Justified

• Paper filings not accompanied by petition will not 
be considered. (81 Fed. Reg. at 69966). 

• All other filings on paper before TTAB must include 
specific facts detailing inability to file by ESTTA, 
rather than mere conclusory statements. (Id). 

• Parties should consider such paper filings accepted 
unless TTAB indicates otherwise. (Id.) 

•

3. The Board will Serve the Notice or 
Petition

• For proceedings filed on or after January 14, 2017, 
in addition to the changes set forth above, the 
Board’s notice of institution constitutes service of 
complaints. Trademark Rules 2.105(a) and 2.113(a).

• 2.118 Notification of non-delivery of Office notice 
in electronic form will also prompt additional notice 
by publication in Official Gazette
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4. All service must be made by email or 
correspondence of record

• All service must be made by email or 
correspondence of record

• Opposition will be served on attorney of record, 
domestic representative, or applicant if the other 
two do not exist

• Cancellation served on current owner of the 
registration (by email or correspondence of record)

4. All service must be made by email or 
correspondence of record

• Parties can stipulate to alternative methods of 
service (e.g., USB drives, cloud storage, Dropbox, 
which may help for larger files). (81 Fed. Reg. at 
69950).

4. All service must be made by email or 
correspondence of record

• What should practitioner do if service cannot be 
made by email due to exceptional circumstances or 
technical difficulties?
– First class mail and other methods outlined in §2.119(b)(1)-(6)

– must include a statement with the submission or paper explaining 
why service by email was not possible, and the certificate of 
service must reflect the manner in which service was made. [81 
Fed. Reg. at 69950]
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5.  5-Day Rule GONE!

The additional five days previously added under 37 
C.F.R Section 2.119(c) for responding to written 
discovery requests is eliminated.

6. Opposer must select only relevant 
grounds set forth under Sections 1 and 44 
[TBMP §309.03(c)

– 24 bases identified (still must plead standing)

– Coversheet is part of complaint, but not necessarily limited 
to that.  However, the complaint may not be amended to 
add to the goods or services or to add or join an opposer 
after the opposition deadline.

– Amendments to add groundscan still be filed under FRCP 
15).

7. A Notice of Opposition against a 
Madrid application is limited to goods, 
services, and grounds set forth in the 

filing cover sheet
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7. Oppositions against 66(a) application 
cannot be amended to add grounds, 
goods or services, or to add a joint 

opposer after filing

8. The Amended Rules require a 
petitioner/opposer to provide, “to the 

best of petitioner’s knowledge, a current 
email address(es) of the current owner of 

the registration” in the petition.  
Encourages plaintiffs to provide info 

about new owners of registration, 
domestic reps, or current contact info for 

attorneys.

9.  Pleaded registrations are received in 
evidence and made of record if notice or 

petition is accompanied by the 
registration and copy of current status 

and title from PTO records

*Failure to properly make the plaintiff’s registration of record 
during the plaintiff’s testimony period can be fatal. See Sterling 
Jewelers Inc. v. Romance & Co., Inc., 110 U.S.P.Q.2d 1598 
(T.T.A.B. 2014).
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10.  Pleaded registrations are received in 
evidence and made of record if notice or 

petition is accompanied by the 
registration and copy of current status 

and title from PTO records

11.  Discovery must be served with 
enough time to respond within discovery 

period (37 CFR 2.120(a)(3))

12. Motions to compel discovery, 
sufficiency of responses or objections, 

and motions for summary judgment must 
be filed within 30 days after the deadline 

must be served prior to plaintiff ’s 
pretrial disclosure deadline
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13.  New Deadlines

• Oppositions to motions = 20 days

• Oppositions to MFSJ = 30 days

• Discovery responses = 30 days

• Motions to compel Initial Disclosures must be filed 
within 30 days of deadline 

14. Updated Discovery Rules

• Document Requests now limited to 75 

• Requests for Admissions limited to 75

37 C.F.R. Sections 2.120(d), (e), and (i)

15.  Authenticating Through RFAs

• A party may serve “one comprehensive request for 
admission of any adverse party that has produced 
documents for an admission authenticating specific 
documents or specifying which of those documents 
cannot be authenticated.” [37 C.F.R. Section 2.120(i)]

• This rule requires the identification of “specific 
documents,” instead of a broad request for admission to 
authenticate “all documents produced.”
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16. Protective Orders

• Clarifies that standard protective order is automatically 
imposed in inter partes proceedings [37 C.F.R. 2.116(e) and 
(g)]

• Board may treat as not confidential improperly designated material.

Protective Orders

• The TTAB’s revised standard protective order was effective on 
June 24, 2016

• If docs have been designated under the Board’s former standard 
protective order, those designations and the terms of that order 
will remain in effect, unless the parties stipulate otherwise. 

• If Board entered a modified or substitute PO, that remains in 
effect for that proceeding, unless the parties stipulate otherwise.

17. Board Conferences

• Circumstances when Board may convene a telephone 
conference for consideration of stipulation or motion has 
been broadened to whenever Board determines it would be 
beneficial. [2.120(j)(1), (2) and (3)]

• Convening pretrial conference due to complexity of issues 
is limited to exercise only by Board, on Board’s initiative 
and on such terms as the Board may order. 

• Parties may not make a recording of the conferences.



10

18. Updated Trial Rules

• Affidavits instead of testimonial depos [37 C.F.R. 
2.121, 2.123 and 2.125]

• Cross-examination is available for oral and 
affidavit/declaration testimony. [2.123(e)]

18. Updated Trial Rules

• New process for noticing cross-examination by written 
question of witness providing testimony by affidavit or 
declaration and subsection [b. 2.124(b)(3), (d)(1) and 
(d)(3)]
– (d)(3) mandates service of these written questions, responses 

and cross-examination questions be in accordance with §
2.119(b) (service rules)

– Adverse party has 20 days from service to elect and 30 days 
to be completed from date of election

19.  New Rule 2.120(k)

• A motion to use discovery deposition during trial period now 
due when making pretrial disclosures – not during testimony 
period

• Only use the portions of disclosures and deposition 
transcriptions (and exhibits thereto) that are necessary



11

• Default - Documents produced by an adverse party through 
Initial Disclosures or through a Fed. R. Civ. P. 34 document 
request are not admissible through a Notice of Reliance. 
Trademark Rule 2.120(k)(3)(ii) [new].

• Exceptions: 
– Documents provided as part of an interrogatory answer. Trademark 

Rules 2.120(k)(3)(i), (k)(5).

– Documents that qualify as printed publications or official records. 
Trademark Rule 2.122(e)

– Documents that the adversary has admitted are authentic. Trademark 
Rule 2.120(k)(3)(i)(ii).

– Documents that have been marked and discussed during the adversary’s 
discovery deposition or on cross-examination during the adversary’s 
testimony deposition. Trademark Rule 2.120(k)(1).

20. Expert disclosures due 30 days prior 
to close of discovery
• After notice that a party intends to introduce expert testimony, 

the Board will suspend the proceeding and issue a schedule for 
expert discovery [2.120(a)(2)(iii)]
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Resources
• PTO chart summarizing rule changes: 

https://www.uspto.gov/sites/default/files/documents/Chart%20Summarizing%20R
ule%20Changes%2012-9-16.pdf

• PTO short summary and links 
https://www.uspto.gov/sites/default/files/documents/2017Rulechangehighlights.pd
f

• Check for other rule changes!!

Any Questions?

Cheryl Burbach
cburbach@hoveywilliams.com
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